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Applicant respectfully requests a pre-appeal brief conference. As an initial matter, 
an amendment after final has been submitted to this Office on August 3, 2006, correcting 
minor errors in the claims and specification. Claims 130-144 remain pending in this 
application. Claims 130-140 and 142-144 stand rejected under 35 U.S.C. §102, as being 
anticipated by U.S. Patent No. 5,783,814, issued to Fairley et al. ("Fairley"), and claim 141 
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stands rejected under 35 U.S.C. §103, as being obvious over Fairley in view of U.S. Patent 
No. 5,257,182, issued to Luck et al. ("Luck"). 

Under 35 U.S.C. §102, to establish a prima facie case of anticipation of claims 130- 
144 and 142-144, each and every element of these claims must be found in Fairley. 
Under 35 U.S.C. §103, to establish a prima facie case of obviousness of claim 141 , all of 
the claim limitations must be taught or suggested, and all words in the claim must be 
considered in judging the patentability of the claim against Fairley in view of Luck. 

The pertinent element at issue can be found in independent claim 130, which recites 
"wherein the performance of at least one of the fine focus actions comprises obtaining 
images of the slide . . ." In contrast, the fine focus action disclosed in Fairley does not 
comprise obtaining images. Instead, Fairley discloses a method that performs a fine focus 
action by transmitting a laser beam to a target and then measuring the magnitude of an 
electronic focus signal derived from sensed light reflected off of the target, which is to be 
distinguished from obtaining images in auto-focus operations, as described in the 
background of Fairley. (See page 5, line 19 to page 15 of Amendment after Final, dated 
July 6, 2006). 

While the Examiner apparently agrees with this distinction, the Examiner has relied 
instead on the disclosure in Fairley at col. 3, lines 29-35, which essentially states the 
electronic focus signal derived from the reflected light is used for both focusing and 
imaging. (See Advisory Action, dated July 20, 2006). However, Fairley further states that 
"a good image signal is obtained after the auto-focus operations," making it clear that the 
images of the target are obtained after the auto-focus operation has been completed. That 
is, the images are not obtained as part of the auto-focus operation, but rather as part of the 
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actual imaging operation. Thus, it follows that the auto-focus operation performed in 
Fairley does not comprise obtaining images, as required by independent claim 130. The 
dependent claims recite additional features that are clearly not disclosed or suggested in 
Fairley. 

For example, claim 1 35 requires "estimating an in-focus coordinate along the 
respective focal axis as a function of the coarse in-focus coordinate and a global focal 
Plane ." The specification describes one method of determining a global focal plane based 
on fiducial marks on the slide for providing a guide across the complete cell spot. (See 
paragraphs [00145]-[00147] and Fig. 29). This global focal plane is then used, in 
conjunction with the in-focus coordinate determined in the coarse focus action, to estimate 
an in-focus coordinate during the fine focus action. (See paragraph [00156] and step 282 
of Fig. 31). 

In concluding that Fairley discloses this element, the Examiner refers to Figs. 6 and 
7 and col. 19, lines 29-38 of this reference. Fairley discloses here that before a fine focus 
operation is performed, a coarse auto-focus operation is used to position the target 1 12 
within +/- 10 microns of the focus position 203. Fairley subsequently describes an iterative 
fine focus operation, which begins with the in-focus position determined in the coarse auto- 
focus operation. (See col. 19, line 39 to col. 21, line 10). To the extent that the fine focus 
operation disclosed in Fairley can be considered as comprising the step of estimating an in- 
focus coordinate, there is no disclosure in Fairley that such estimation is performed based 
on a global focal plane. 

Dependent claim 138 specifies that the performance of each fine focus action 
comprises "selecting one of the plurality of coordinates as a fine in-focus coordinate based 
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on an examination of the images ." While Fairley discloses obtaining images after the auto- 
focus operations, Fairley does not select a fine in-focus coordinate based on an 
examination of these images— but rather based on a measurement of the magnitude of the 
electronic signal. Indeed, because the auto-focusing operation is performed before the 
images are generated, the selection of the fine in-focus coordinate cannot logically be 
based on an examination of images that do not yet exist. 

Thus, Applicant believes that the Examiner has not established a prima facie case 
that independent claim 130, as well as the claims depending therefrom (claims 131-140 
and 142-144), are anticipated by Fairley under 35 U.S.C. §102. 

Because Luck does not supplement the failed teachings of Fairley with respect to 
independent claim 130, the Examiner has not established a prima facie case that claim 
141 , which depends from claim 130, is obvious over the combination of Fairley and Luck 
under 35 U.S.C. §103. 

Conclusion 

For the reasons set forth above, Applicant respectfully submits that the currently 
pending claims are patentable over the cited prior art, and thus, a notice of allowance is 
respectfully requested. 
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